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DETAILED ACTION 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



2. Claim 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 21 of U.S. Patent No. 6,819,899 contains all of the limitations of claim 1 of the current 
application even though claim 21 of U.S. Patent No. 6,819,899 contains further limitations. 



3. Claims 1; 4; 8; and 9 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 3; 17; 16; and 15, respectively, of U.S. 
Patent No. 6,819,899. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claims 3; 17; 16; and 15, respectively, of U.S. Patent No. 
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6,819,899 disclose the features of claims 1; 4; 8; and 9, respectively, except having a plurality of 
developing devices of different colors. It is considered to be obvious to one of ordinary skill in 
the art at the time of the invention to have the claimed plurality of developing devices of 
different colors, since it is well known in the art to have such a plurality of developing devices so 
as to form full color images. 

4. Claim 2 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899 in view of Nakamura 
et al. (US 5,753,396). 

5. Claim 21 of U.S. Patent No. 6,819,899 disclose all of the limitations contained in claim 2 
of the current application except that the image-forming apparatus is a cleaner-less apparatus. 
Nakamura et al. (. . .396) disclose an image forming apparatus that is s cleaner-less apparatus in 
which toner residues remaining untransferred on the latent image holding member are recovered 
in a development part (abstract; col. 3, lines 36-38; col. 5, lines 52-55; col. 21, lines 47-53; and 
col 49, lines 56-60). It would have been obvious to one of ordinary skill in the art at the time of 
the invention for the image forming apparatus to be cleaner-less, as disclosed by Nakamura et al. 
(. . .396), so that residual toner can be reused, and a separate additional cleaning step is not 
required. 

6. Claim 5 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899 in view of Nakamura 
et al. (US 5,753,396). 
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7. Claim 21 of U.S. Patent No. 6,819,899 disclose all of the limitations contained in claim 5 
of the current application except the amount deposited for development on the latent image 
holding member. Tamaoki et al. (. . .973) disclose an image forming apparatus having a 
maximum coating weight to a recorded material of 0.2-0.5 mg/cm 2 ([0050]-[0054]), where the 
maximum coating weight to the recorded material is determined by the maximum coating weight 
that may adhere to the latent image support an imprint effectiveness when using a middle imprint 
object (intermediate transfer medium) and an imprint effectiveness to a recorded material 
([0054]). Thus the amount deposited for development on the latent image holding member 
(maximum coating weight that may adhere to the latent image support), would be very close to 
the maximum coating weight to the recorded material, and as such would fall somewhere in the 
claimed range of 0.5 mg/cm 2 or less. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to have the amount deposited for development on the latent image 
holding member in the claimed range, as disclosed by Tamaoki et al. (. . .973) since such an 
amount provides a image that is easily fixed. 

8. Claim 6 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899 in view of Nakamura 
et al. (US 5,753,396). 

9. Claim 21 of U.S. Patent No. 6,819,899 discloses all of the limitations contained in claim 
6 of the current application except the claimed transfer power sources. Tokimatsu et al. (. . .692) 
disclose a constant-voltage power source for supplying a transfer voltage to perform a toner 
image transfer onto an intermediate transfer medium and a constant-current power source serving 
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as a power source for a second transfer of the toner image from the intermediate transfer medium 
to a recording medium (abstract). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have the claimed respective transfer power sources, as disclosed 
by Tokimatsu et al. (. . .692) so as to excellently perform the transfer of a toner image. 

10. Claims 1 1 and 21; 19; 20; and 22 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 3; 16; 15; and 22, 
respectively of U.S. Patent No. 6,819,899 in view of Tokimatsu et al. (JP 11-231692) and Hara 
(JP 2001-166605). 

11. Claims 3; 16; 15; and 22, respectively of U.S. Patent No. 6,819,899 disclose the features 
of claims 11 and 21; 19; 20; and 22, respectively, except having a plurality of developing devices 
of different colors, the respective transfer power sources and the intermediate transfer medium 
containing an ion-conductive substance. It is considered to be obvious to one of ordinary skill in 
the art at the time of the invention to have the claimed plurality of developing devices of 
different colors, since it is well known in the art to have such a plurality of developing devices so 
as to form full color images. Tokimatsu et al. (. . .692) disclose a constant-voltage power source 
for supplying a transfer voltage to perform a toner image transfer onto an intermediate transfer 
medium and a constant-current power source serving as a power source for a second transfer of 
the toner image from the intermediate transfer medium to a recording medium (abstract). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
the claimed respective transfer power sources, as disclosed by Tokimatsu et al. (. . .692) so as to 
excellently perform the transfer of a toner image. Hara (. . .605) discloses an intermediate 
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transfer medium including an ion-conductive material (abstract). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have the intermediate transfer 
medium contain an ion-conductive material, as disclosed by Hara (. . .605), since such an 
intermediate transfer medium has improved uniformity of electric resistance, free of dependence . 
on electric fields, and less changed in electric resistance by environment. 

12. Claims 1 1 and 21 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899 in view of 
Tokimatsu et al. (JP 1 1-231692) and Hara (JP 2001-166605). 

13. Claim 21 of U.S. Patent No. 6,819,899 discloses the features of claims 1 1 and 21, except 
the respective transfer power sources and the intermediate transfer medium containing an ion- 
conductive substance. Tokimatsu et al. (. . .692) disclose a constant-voltage power source for 
supplying a transfer voltage to perform a toner image transfer onto an intermediate transfer 
medium and a constant-current power source serving as a power source for a second transfer of 
the toner image from the intermediate transfer medium to a recording medium (abstract). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
the claimed respective transfer power sources, as disclosed by Tokimatsu et al. (. . .692) so as to 
excellently perform the transfer of a toner image. Hara (. . .605) discloses an intermediate 
transfer medium including an ion-conductive material (abstract). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have the intermediate transfer 
medium contain an ion-conductive material, as disclosed by Hara (. . .605), since such an 
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intermediate transfer medium has improved uniformity of electric resistance, free of dependence 
on electric fields, and less changed in electric resistance by environment. 

14. Claims 1 1 and 12 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claim 3 of copending Application No. 
10/751306 in view of Miyakawa et al. (EP 1271251 Al) and Hara (JP 2001-166605). 

15. Claim 3 of copending Application No. 10/751/306 disclose all of the limitation of claims 
1 1 and 12 of the current application except that the intermediate transfer medium contains an 
ion-conductive substance and has a work function smaller than the work function of each of the 
toners. Miyakawa et al. (. . .251 Al) disclose the intermediate transfer medium has a work 
function smaller than the work function of the toners (abstract; and [0095]-[0098]). It would 
have been obvious to one of ordinary skill in the art at the time of the invention for the 
intermediate transfer medium to have a work function smaller than the work function of each of 
the toners, as disclosed by Miyakawa et al. (. . .251 Al), so that transfer efficiency can be 
improved. Hara (. . .605) discloses an intermediate transfer medium including an ion-conductive 
material (abstract). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to have the intermediate transfer medium contain an ion-conductive material, as 
disclosed by Hara (. . .605), since such an intermediate transfer medium has improved uniformity 
of electric resistance, free of dependence on electric fields, and less changed in electric resistance 
by environment. 

16. This is a provisional obviousness-type double patenting rejection. 
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17. Claim 17 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 21 of U.S. Patent No. 6,819,899 in view of 
Tokimatsu et al. (JP 11-231692), Hara (JP 2001-166605) and Tamaoki et al. (JP 2002-131973). 

18. Claim 21 of U.S. Patent No. 6,819,899 in view of Tokimatsu et al. (JP 1 1-231692) and 
Hara (JP 2001-166605) disclose the features mentioned previously, but do not disclose the 
amount deposited for development on the latent image holding member. Tamaoki et al. (. . .973) 
disclose an image forming apparatus having a maximum coating weight to a recorded material of 
0.2-0.5 mg/cm 2 ([0050]-[0054]), where the maximum coating weight to the recorded material is 
determined by the maximum coating weight that may adhere to the latent image support an 
imprint effectiveness when using a middle imprint object (intermediate transfer medium) and an 
imprint effectiveness to a recorded material ([0054]). Thus the amount deposited for 
development on the latent image holding member (maximum coating weight that may adhere to 
the latent image support), would be very close to the maximum coating weight to the recorded 
material, and as such would fall somewhere in the claimed range of 0.5 mg/cm 2 or less. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to have the 
amount deposited for development on the latent image holding member in the claimed range, as 
disclosed by Tamaoki et al. (. . .973) since such an amount provides a image that is easily fixed. 



Application/Control Number: 10/762,497 Page 9 

Art Unit: 2852 

Specification 

19. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

20. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Objections 

21. Claims 13 and 18 are objected to because of the following informalities. Appropriate 
correction is required. 

In claim 13, line 4, "lager" should be changed to "larger". 

In claim 18, lines 5-7, the direction defined is unclear, where these lines could be 
changed to "the direction of movement of the latent image holding member is the same as that of 
the developing device at an area where the latent image holding member is closest to the 
developing device", since this corresponds the respective directions as shown in figures 2 and 3 
of the current application. Applicant is to note that, as shown in figures 2 and 3, the latent image 
holding member rotates in a clockwise direction, and the developing device rotates in a 
counterclockwise direction. 
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Claim Rejections - 35 USC §102 

22. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 

23. Claims 1, 3, 4 and 7-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Miyakawa et al. (EP 1271251 Al). 

24. Miyakawa et al. (. . .25 1 Al) disclose an image-forming apparatus comprising: a latent 
image holding member (1 or 140 or 40) on which an electrostatic latent image is to be formed; 
developing devices (10, 10Y, 10C, 10M and 10K) having toners of different colors for 
developing the electrostatic latent image on the latent image holding member to form a toner 
image; and an intermediate transfer member (5 or 36) onto which the thus formed toner image is 
to be transferred, wherein the intermediate transfer medium has a work function smaller than the 
work function of the toners (abstract; and [0095]-[0098]). The toners are each a nonmagnetic 
one-component toner ([0058] and [0082]). The toners are negative electrification type toners 
([0008]-[0009]) and the developing devices are devices for reversal development ([0082]). The 
toners contain hydrophobic silica (silicon dioxide) particles and hydrophobic titanium dioxide as 
flowability improvers ([0077]-[0078]). The toner particles have a roundness (circularity) of 0.91 
or more ([0018], [0072] and [0076]). The toners have a number-average particle diameter of 4- 
10 jam ([0017] and [0075]). The toners are formed by polymerizing a monomer in the presence 
of a colorant ([0065]-[0068]). 
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Claim Rejections - 35 USC § 103 

25. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

26. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

27. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyakawa et al. 
(EP 1271251 Al) in view of Nakamura et al. (US 5,753,396). 

28. Miyakawa et al. (. . .251 Al) disclose the features mentioned previously, but do not 
disclose the image-forming apparatus is a cleaner-less apparatus. Nakamura et al. (. . .396) 
disclose an image forming apparatus that is s cleaner-less apparatus in which toner residues 
remaining untransferred on the latent image holding member are recovered in a development part 
(abstract; col. 3, lines 36-38; col. 5, lines 52-55; col. 21, lines 47-53; and col. 49, lines 56-60). It 
would have been obvious to one of ordinary skill in the art at the time of the invention for the 
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image forming apparatus to be cleaner-less, as disclosed by Nakamura et al. (.. .396), so that 
residual toner can be reused, and a separate additional cleaning step is not required. 

29. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyakawa et al. 
(EP 1271251 Al) in view of Tamaoki et al. (JP 2002-131973). 

30. Miyakawa et al. (. . .251 Al) disclose the features mentioned previously, but do not 
disclose the amount deposited for development on the latent image holding member. Tamaoki et 
al. (. . .973) disclose an image forming apparatus having a maximum coating weight to a recorded 
material of 0.2-0.5 mg/cm 2 ([0050]-[0054]), where the maximum coating weight to the recorded 
material is determined by the maximum coating weight that may adhere to the latent image 
support an imprint effectiveness when using a middle imprint object (intermediate transfer 
medium) and an imprint effectiveness to a recorded material ([0054]). Thus the amount 
deposited for development on the latent image holding member (maximum coating weight that 
may adhere to the latent image support), would be very close to the maximum coating weight to 
the recorded material, and as such would fall somewhere in the claimed range of 0.5 mg/cm 2 or 
less. It would have been obvious to one of ordinary skill in the art at the time of the invention to 
have the amount deposited for development on the latent image holding member in the claimed 
range, as disclosed by Tamaoki et al. (. . .973) since such an amount provides a image that is 
easily fixed. 

31. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyakawa et al. 
(EP 1271251 Al) in view of Tokimatsu et al (JP 11-231692). 
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32. Miyakawa et al. (. . .251 Al) disclose the features mentioned previously, but do not 
disclose the claimed transfer power sources. Tokimatsu et al. (. . .692) disclose a constant- 
voltage power source for supplying a transfer voltage to perform a toner image transfer onto an 
intermediate transfer medium and a constant-current power source serving as a power source for 
a second transfer of the toner image from the intermediate transfer medium to a recording 
medium (abstract). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to have the claimed respective transfer power sources, as disclosed by Tokimatsu et 
al. (. . .692) so as to excellently perform the transfer of a toner image. 

33. Claims 11, 13-16 and 18-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miyakawa et al. (EP 1271251 Al) in view of Tokimatsu et al. (JP 1 1-231692) and Hara (JP 
2001-166605). 

34. Miyakawa et al. (. . .251 Al) disclose an image-forming apparatus comprising: a latent 
image holding member (1 or 140 or 40) on which an electrostatic latent image is to be formed; 
developing devices (10, 10Y, 10C, 10M and 10K) having toners of different colors for 
developing the electrostatic latent image on the latent image holding member to form a toner 
image; and an intermediate transfer medium (5 or 36) onto which the thus formed toner image is 
to be transferred, where the intermediate transfer medium has a work function smaller than the 
work function of each of the toners (abstract; and [0095]-[0098]). The toners have a work 
function of 5.4 - 5.9 eV ([0014] and [0095]). The intermediate transfer medium is a belt and the 
toner images transferred to the intermediate transfer medium are then transferred to paper 
([0117]). The toners are each nonmagnetic one-component toner ([0058]). The amount of each 
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toner conveyed by each developing device is 0.5 mg/cm 2 ([0084]). The developing device is 
operated at a higher peripheral speed than the latent image holding member to have a peripheral 
speed ratio of the former to the latter of from 1.2 - 2.5 ([0020] and [0085]), and the direction of 
movement of the latent image holding member is the same as that of the developing device at an 
area where the latent image holding member is closest to the developing device (figures 1 and 2). 
The toners contain hydrophobic silica (silicon dioxide) particles and hydrophobic titanium 
dioxide as flowability improvers ([0077]-[0078]). The toner particles have a roundness 
(circularity) of 0.91 or more ([0018], [0072] and [0076]). The toners have a number-average 
particle diameter of 4-10 jam ([0017] and [0075]). Each of the respective colors has been united 
with the corresponding latent image holding member to constitute a process cartridge, and the 
process cartridge has been removably mounted in the image-forming apparatus ([0121]). 
Miyakawa et al. (. . .251 Al) do not disclose the claimed transfer power sources and the 
intermediate transfer medium containing an ion-conductive substance. Tokimatsu et al. (. . .692) 
disclose a constant- voltage power source for supplying a transfer voltage to perform a toner 
image transfer onto an intermediate transfer medium and a constant-current power source serving 
as a power source for a second transfer of the toner image from the intermediate transfer medium 
to a recording medium (abstract). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have the claimed respective transfer power sources, as disclosed 
by Tokimatsu et al. (. . .692) so as to excellently perform the transfer of a toner image. Hara 
(. . .605) discloses an intermediate transfer medium including an ion-conductive material 
(abstract). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have the intermediate transfer medium contain an ion-conductive material, as 
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disclosed by Hara (. . .605), since such an intermediate transfer medium has improved uniformity 
of electric resistance, free of dependence on electric fields, and less changed in electric resistance 
by environment. 

35. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyakawa et al. 
(EP 1271251 Al) in view of Tokimatsu et al. (JP 1 1-231692) and Hara (JP 2001-166605) as 
applied to claim 1 1 above, and further in view of Tamaoki et al. (JP 2002-131973). 

36. Miyakawa et al. (. . .25 1 Al) in view of Tokimatsu et al. (. . .692) and Hara (. . .605) 
disclose the features mentioned previously, but do not disclose the amount deposited for 
development on the latent image holding member. Tamaoki et al. (. . .973) disclose an image 
forming apparatus having a maximum coating weight to a recorded material of 0.2-0.5 mg/cm 
([0050]-[0054]), where the maximum coating weight to the recorded material is determined by 
the maximum coating weight that may adhere to the latent image support an imprint 
effectiveness when using a middle imprint object (intermediate transfer medium) and an imprint 
effectiveness to a recorded material ([0054]). Thus the amount deposited for development on the 
latent image holding member (maximum coating weight that may adhere to the latent image 
support), would be very close to the maximum coating weight to the recorded material, and as 
such would fall somewhere in the claimed range of 0.5 mg/cm or less. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have the amount 
deposited for development on the latent image holding member in the claimed range, as 
disclosed by Tamaoki et al. (. . .973) since such an amount provides a image that is easily fixed. 
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37. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Miyakawa et al. (US 2004/0265714) is the U.S. publication of U.S. Application 
10/751,306. (See double patenting rejection above). 

Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra L. Brase whose telephone number is 571-272-213 1 . The 
examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Arthur T. Grimley, can be reached on 571-272-2136. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
Art Unit 2852 

December 5, 2005 



